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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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6) K Claim(s) 11-14 and 18-24 is/are rejected. 
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Application Papers 
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1 . Claims 1 -27 are presented for examination. 

Claim Rejections - 35 USC ' 102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent 
by another filed in the United States before the invention thereof by the applicant 
for patent, or on an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before 
the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 13, 18-19 and 22-24 are rejected under 35 U.S.C. § 102(e) as being 
anticipated by O'Brien patent no. 6,886,1 10. 

4. As to claim 13, O'Brien disclosed a well known invention as claimed, including a 
device [see Fig. 5], wherein the device is configurable to form a secondary boundary 
scan chain [scan chain of device 30'] with a first plurality of boundary scan cells [scan 
chain of device 30] within at least one external device [device 30'], comprising: 
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a second plurality of boundary scan cells [scan cell of device 30']; 

a TDI pin [TDI pin 64]; 

a TDO pin FTDO P>n 66]; and 

means [bypass register 90 of Fig. 3] for forming a primary boundary scan chain 
between the TDI pin and the TDO pin including only the second plurality of boundary 
scan cells and for forming a secondary boundary scan chain between the TDI pin and 
the TDO pin including the first and the second plurality of boundary scan cells [see col. 
6 lines 11-20]. 

5. As to claim 18, O'Brien teaches the invention as claimed, including a 
semiconductor device [see Fig. 5], comprising: 

a data input pin [pin 64] adapted to receive configuration and/or test data; 

first [pin 62] and second [pin 66] data output pins adapted to transmit 
configuration and/or test data; and 

a plurality of scan cells forming a scan chain [scan chain of 30, 30' and 30"], 
wherein the semiconductor device is configurable to couple the scan chain between the 
data input pin and the first data output pin in a first configuration and to couple the scan 
chain between the data input pin and the second data output pin in a second 
configuration [col. 6 lines 11-20]. 

6. As to claim 19, O'Brien teaches the device include JTAG port [see summary of 
the invention], TDI pin [TDI of Fig. 5] and TDO pin [TDO of Fig. 5]. 

7. As to claims 22-24, O'Brien teaches a semiconductor device including a second 
data input pin adapted to receive configuration and/or test data from a second device, 
the second data input pin coupled to the first data output pin with the semiconductor 
device in the second configuration [see Fig. 5 and col. 6 lines 1 1-20]. 
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Claim Rejections - 35 USC ' 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

9. Claims 14 and 20-21 is rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over O'Brien patent no. 6,886,1 10. 

10. As to claim 14, O'Brien does not teach a configuration memory cell wherein the 
state of the configuration memory cell controlling whether the primary or the secondary 
scan chain is formed (or bypass). 

Official Notice is taken that using a state of a configuration memory cell for 
controlling circuit is well known in the art. 

It would have been obvious to one of ordinary skill in the Data Processing art at 
the time of the invention was made to substitute the bypass register taught by O'Brien 
by using a configuration memory cell wherein the state of the configuration memory cell 
controlling whether the primary or the secondary scan chain is bypassing as a matter of 
design choice. This modification would have been obvious and a person having 
ordinary skill in the art would have been motivated to do so because it would provide a 
circuit easy for controlling through the state of the memory cell. 
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11. As to claims 20-21, O'Brien does not teach the device is a programmable logic 
device or a programmable power supply sequence controller. 

Official Notice is taken that a programmable logic device or a programmable 
power supply sequence controller is well known in the art. 

It would have been obvious to one of ordinary skill in the Data Processing art at 
the time of the invention was made to apply the JTAG test circuit taught by O'Brien into 
a programmable logic device or a programmable power supply sequence controller for 
testing these device. This modification would have been obvious and a person having 
ordinary skill in the art would have been motivated to do so because it would provide a 
convenient and shorten the time it take to test multiple device using boundary scan [see 
O'Brien col. 6 lines 11-20]. 

12. Claims 11-12 are rejected under 35 U.S.C. § 103 (a) as being unpatentable over 
O'Brien patent no. 6,886,1 10 in view of Crouch et al. (Crouch) patent no. 5,592,493. 
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13. As to claims 11-12, O'Brien teaches the claimed invention substantially as shown 
in claims 13 and 18 above. However, O'Brien does not teach the bypass circuit is 
implement by a demultiplexer and a multiplexer. 

Crouch teaches an analogous art [see Fig. 2] by using a DEMUX 40 and a MUX 
24 to bypass the scan chain 70-84, 104-112 or 124-138 in device 32, 34 or 36 [see col. 
9 lines 20-53]. 

It would have been obvious to one of ordinary skill in the Data Processing art at 
the time of the invention was made to implement the bypass circuit taught by O'Brien 
using a MUX and DEMUX components as taught by Crouch as a matter of design 
choice. This modification would have been obvious and a person having ordinary skill 
in the art would have been motivated to do so because it would provide a simple bypass 
circuit as taught by Crouch. 

Allowable Subject Matter 

14. Claims 1-10 and 25-27 are allowed. 

15. Claims 15-17 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Conclusion 
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16. The prior art of record and not relied upon is considered pertinent to applicant's 
disclosure. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Ton whose telephone number is (571) 272-3828. 
The examiner can normally be reached on M-Th from 5:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert DeCady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

David Ton 
Primary Examiner 
Art Unit 2138 



